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Non-Final Office Action 

Claims 1-4, and 7 -20 are pending. 

Claim Rejections - 35 USC $ 103—1 - Rejection 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 
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This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1-4, 7-9, 11, 12, 14, 16, 18 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over OMURA et al. 1 . 

The reference teaches avermectin derivatives having high antiparasitic activity, which 
embraces Applicant's claimed invention. See the entire document especially formula (1) and 
lines 1-67 in col. 1, lines 1-58 in column 2, Tables 1-8 in column 37-45; examples and claims. 

The reference teaches avermectin derivatives of formula (I) having higher antiparasitic activity, 
which have high antiparasitic activity. The carbon atom at the 4"-position represents a single or 
double bond; a line - — between R2 and a carbon atom at the 5 -position represents a single or 
double bond. See lines 58-61 in column 1. 

Instant claims differ from the reference in that they are of different generic scope. 
Specific compound are disclosed in present application for example see Tables 9 and 10 on 
pages 76 and 77. See lines 1-67 in column 1 and lines 1-58 in column 2, examples and claims. 

1 US Patent 6,605,595 Bl 
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It had been held by Courts that the indiscriminate selection of "some" from among 
"many" is considered prima facie obvious. In re Lemin , 141 USPQ 814 (1964); National 
Distillers and Chem. Corp. V. Brenner . 156 USPQ 163. 

The instant claimed compounds would have been obvious because one skilled in the art 
would have been motivated to prepare compounds embraced by the genus of the above cited 
references with the expectation of obtaining additional beneficial compounds for the same use 
such as pesticides. The instant claimed compounds would have been suggested to one skilled in 
the art at the time of invention was made. 

Instant claims are broader than the prior art. 

One having ordinary skill in the art would have been motivated to select the claimed 
compounds from the genus in the reference since such compounds would have been suggested 
by the reference as a whole. It has been held that a prior art disclosed genus of useful 
compounds is sufficient to render prima facie obvious a species falling within the genus. In re 
Susi, 440 F.2d 442, 445, 169 USPQ 423, 425 (CCPA 1971), followed by the Federal Circuit in 
Merck & Co. V. Biocraft Laboratories . 874 F.2d 804, 10 USPQ 2d 1843, 1846 (Fed. Cir. 1989). 



In absence of any criticality and/or unexpected results presently claimed invention is 
considered obvious. 
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In the light of the forgoing discussion, the Examiner's ultimate legal conclusion is that 
the subject matter defined by the instant claims would have been obvious within the 
meaning of 35 U.S.C. 103(a). 

Claim Rejections - 35 USC $ 103—2- Rejection 

Claims 1-4, 7 and 8-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
BANKS, Joseph 2 . See the entire document especially abstract of the invention, compounds of 
formula (I) on page 2, lines 4-12 on page 4, lines 4-25 on page 5examples 1-23 and claims. 

Instant claims differ from the reference in that they are of different generic scope. 
Specific compound are disclosed in present application for example see Tables 9 and 10 on 
pages 76 and 77. See lines 1-67 in column 1 and lines 1-58 in column 2, examples and claims. 

It had been held by Courts that the indiscriminate selection of "some" from among 
"many" is considered prima facie obvious. In re Lemin , 141 USPQ 814 (1964); National 
Distillers and Chem. Corp. V. Brenner , 156 USPQ 163. 

The instant claimed compounds would have been obvious because one skilled in the art 
would have been motivated to prepare compounds embraced by the genus of the above cited 
references with the expectation of obtaining additional beneficial compounds for the same use 
such as pesticides. The instant claimed compounds would have been suggested to one skilled in 
the art at the time of invention was made. 

Instant claims are broader than the prior art and are generically taught. 



2 WO 93/15099 
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One having ordinary skill in the art would have been motivated to select the claimed 
compounds from the genus in the reference since such compounds would have been suggested 
by the reference as a whole. It has been held that a prior art disclosed genus of useful 
compounds is sufficient to render prima facie obvious a species falling within the genus. In re 
Susi, 440 F.2d 442, 445, 169 USPQ 423, 425 (CCPA 1971), followed by the Federal Circuit in 
Merck & Co. V. Biocraft Laboratories . 874 F.2d 804, 10 USPQ 2d 1843, 1846 (Fed. Cir. 1989). 

In absence of any criticality and/or unexpected results presently claimed invention is 
considered obvious. 

In the light of the forgoing discussion, the Examiner's ultimate legal conclusion is that 
the subject matter defined by the instant claims would have been obvious within the 
meaning of 3 5 U.S. C. 103(a). 

Response to Remarks 

A. Examiner respectfully disagree that OMURA does not teach single bond between Rl and 
4", the reference teaches that "The carbon atom at the 4"-position represents a single or double 
bond; a line - — between R2 and a carbon atom at the 5-position represents a single or double 
bond", see lines 58-61 in column 1. 

B. Arguments are found persuasive because OMURA does not teach monosaccharide group 
at C-13 position therefore claims 10, 13, 15 and 17 are not obvious over OMARA et al. 
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Applicant's arguments on OMURA et al. were fully considered but are not found persuasive 
therefore the rejection is maintained. 

C. Applicant argues that OMURA teaches a single CH2, claims 12 and 13 require at least 
two carbon chains and claims 11, 17, 18 and 20 require at least a three carbon chains. Examiner 
disagrees because in case when CH2 is taught ethyl and propyl groups are considered obvious 
due to homologues. Further Applicant argues that OMURA does not teach alkene group as 
claimed in claims 17, 18 and 20. Examiner disagrees because the reference teaches alkene. 

D. Applicant argues that OMURA teaches a single CH2 and does not teach Rl as CH2-OH 
or CH2-CH2-OH therefore claim 19 is not obvious over OMURA. Examiner agrees. 

E. In order to advance the prosecution Applicant may consider calling the Examiner to 
discuss the issues surrounding this application. 

F. Finality of the rejection is withdrawn. 

Communication 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sabiha Qazi whose telephone number is (571) 272-0622. The 
examiner can normally be reached on any business day except Wednesday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Krass Frederick can be reached on (571) 272-0580. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Sabiha Qazi/ 

Primary Examiner, Art Unit 1612 



